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DETAILED ACTION 

In view of the Appeal Brief received on July 23, 2007, PROSECUTION IS HEREBY 
REOPENED. New grounds of rejection are set forth below. 

To avoid abandonment of the application, appellant must exercise one of the following 
two options: 

(1) file a reply under 37 CFR 1.1 1 1 (if this Office action is non-final) or a reply under 37 
CFR 1.113 (if this Office action is final); or, 

(2) request reinstatement of the appeal. 

If reinstatement of the appeal is requested, such request must be accompanied by a supplemental 
appeal brief, but no new amendments, affidavits (37 CFR 1.130, 1.131 or 1.132) or other 
evidence are permitted. See 37 CFR 1.193(b)(2). 

Claim Rejections - 35 USC § 101 

35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of matter, or 
any new and useful improvement thereof, may obtain a patent therefor, subject to the conditions and 
requirements of this title. 

Claims 23-26 are rejected under 35 U.S.C. 101 because the claimed invention is directed 
to non-statutory subject matter. Independent claim 23 recites a "system for selecting multiple 
sets of data in an application," the system comprising a "set selection system" and a "portion 
selection system." The specification and drawings of the present application suggest that this 
"set selection system" and "portion selection system" can be software, i.e. part of an application 
(see e.g. page 8, line 16 - page 9, line 9; and FIG. 1). In such embodiments, the "system" of 
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claim 23 is program code per se, and fails to fall within a statutory category of invention (i.e. a 
machine, manufacture, process, or composition of matter). Claims 24-26 are also rejected under 
35 U.S.C. 101 for similar reasons. 



Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(a) the invention was known or used by others in this country, or patented or described in a printed publication in this 
or a foreign country, before the invention thereof by the applicant for a patent. 

Claims 1-3, 6-7, 9, and 13-15 are rejected under 35 U.S.C. 102(a) as being anticipated by 
U.S. Patent No. 6,240,430 to Deike et al. (hereinafter "Deike"). In general, Deike describes a 
system in which multiple noncontiguous blocks of text can be selected and manipulated (see e.g. 
column 1, lines 6-12; and column 2, lines 14-36), 

Specifically regarding claim 1, Deike teaches: selecting a first set of data (e.g. a first 
"block" of text) within an application (see e.g. column 1, lines 24-55; and column 4, lines 21- 
45); and selecting a second set of data within the application, wherein the first set of data remains 
selected during the selection of the second set of data, and wherein the second set of data can be 
selected anywhere within the application irrespective of a location of the first set of data (see e.g. 
column 1, line 24 - column 2, line 11; column 4, lines 21-45; and FIG. 6). Deike thus teaches a 
method like that of claim 1, which is for selecting multiple sets of data in an application. 
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As per claim 2, Deike discloses that the user performs a first predetermined keystroke 
(e.g. "Alt-S") after selecting a first set of data, wherein the selected keystroke allows the first set 
of data to remain selected during the selection of a second set of data (see e.g. column 4, lines 
21-46). 

As per claim 3, Deike discloses that the selected sets of data can be simultaneously 
copied and pasted to a predetermined area (see e.g. column 1, line 24 - column 2, line 11; and 
column 4, line 21 - column 5, line 28). 

As per claim 6, Deike discloses that the second selected set of data can be non-contiguous 
with the first selected set of data (see e.g. column 1, line 24 - column 2 5 line 1 1 ; column 4, lines 
21-46; and FIG. 6). 

As per claim 7, Deike demonstrates that the data can be text (see e.g. column 1, line 24 - 
column 2, line 11; column 4, lines 21-46; and FIG. 6). 

With respect to claim 9, Deike teaches: providing an application (e.g. a text editor) for 
manipulating data (see e.g. column 1, lines 14-42; and column 2, lines 14-36); selecting a first set 
of data (e.g. a first "block" of text) within the application (see e.g. column 1, lines 24-55; and 
column 4 5 lines 21-45); performing a first predetermined keystroke (e.g. "Alt-S") after selecting 
the first set of data (see e.g. column 4, lines 21-46); and selecting a second set of data within the 
application, wherein the first set of data remains selected during the selection of the second set of 
data, and wherein the second set of data can be selected anywhere within the application 
irrespective of a location of the first set of data (see e.g. column 1, line 24 - column 2, line 11; 
column 4, lines 21-45; and FIG. 6). Deike thus teaches a method like that of claim 9, which is 
for selecting multiple sets s of data in an application. 
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As per claim 13 5 Deike discloses that the second selected set of data can be non- 
contiguous with the first selected set of data (see e.g. column 1, line 24 - column 2, line 11; 
column 4, lines 21-46; and FIG. 6). 

As per claim 14, Deike demonstrates that the data can be text (see e.g. column 1, line 24 
- column 2, line 11; column 4, lines 21-46; and FIG. 6). 

As per claim 15, Deike suggests that the above-described application (e.g. text editor) can 
be for writing computer code (e.g. can be a "source code editor") (see column 1, lines 14-24; and 
column 2, lines 24-36). 



Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

This application currently names joint inventors. In considering patentability of the 
claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of the various 
claims was commonly owned at the time any inventions covered therein were made absent any 
evidence to the contrary. Applicant is advised of the obligation under 37 CFR 1.56 to point out 
the inventor and invention dates of each claim that was not commonly owned at the time a later 
invention was made in order for the examiner to consider the applicability of 35 U.S.C. 103(c) 
and potential 35 U.S.C. 102(e), (f) or (g) prior art under 35 U.S.C. 103(a). 
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Claims 4-5 and 10-12, 17-21, and 23-24 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over the U.S. Patent of Deike, which is described above, and also over U.S. Patent 
No. 5,694,610 to Habib et al. (hereinafter "Habib"). 

Specifically regarding claim 4, Deike teaches a method like that of claim 1 , in which a 
user can select multiple, non-contiguous sets of data in an application, as is described above (see 
e.g. the rejection for claim 1). Deike, however, does not explicitly disclose that the user can 
further select, in a distinctive manner, a first portion of one of the selected sets of data, wherein 
the one of the selected sets of data remains selected during selection of the portion, as is recited 
in claim 4. Nevertheless, selecting a portion of a selected set of data is known in the art. 

For example, Habib demonstrates selecting (e.g. highlighting) a set of data within an 
application, and then selecting a portion of the selected set of data (i.e. via a "rich text field" 
within a dialog box displaying the selected set of data), whereby the selected set of data remains 
selected during the selection of the portion (see e.g. column 6, line 24 - column 7, line 7; and 
FIGS. 4A-4D). 

It would have been obvious to one of ordinary skill in the art, having the teachings of 
Deike and Habib before him at the time the invention was made, to modify the application taught 
by Deike to include dialog boxes like taught by Habib, which allow the user to select portions of 
already-selected sets of data. It would have been advantageous to one of ordinary skill to utilize 
this combination, because such dialog boxes are common and useful for presenting application 
functionality for manipulating selected sets of data, as is suggested by Habib (see e.g. column 1, 
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lines 20-50). Deike and Habib thus teach - to one of ordinary skill in the art - a method like that 
of claim 4. 

As per claim 5, Habib teaches selecting a first portion of a selected set of data (as is 
described above), but does not explicitly describe selecting a second portion of the selected set of 
data, wherein the first portion remains selected during selection of the second portion based upon 
a predetermined keystroke, as is required by claim 5. 

Nevertheless, Deike generally teaches selecting multiple non-contiguous sets of data, and 
specifically asserts that it is desirable to allow the user to do so (see e.g. column 1, line 66 - 
column 2, line 36). Deike particularly teaches selecting a first set of data, and selecting a second 
set of data, wherein the first set remains selected during selection of the second set based upon a 
predetermined keystroke (see e.g. column 4, lines 21-46; and FIG. 6). 

That is, it would have been obvious to one of ordinary skill in the art, having the 
teachings of Deike and Habib before him at the time the invention was made, to further modify 
the dialog box taught by taught by Deike and Habib, which includes rich text fields that display a 
selected set of data and allow the user to select and modify portions of the selected set of data, 
such that the user can select multiple sets (i.e. portions) of the set of data displayed by the dialog 
box, like taught by Deike. It would have been advantageous to one of ordinary skill to utilize 
this combination, because the ability to select multiple non-contiguous sets of data can lead to 
more efficient data manipulation, as is suggested by Deike (see e.g. column 1, line 51 - column 
2, line 1 1). The above-described combination of Deike and Habib thus teach - to one of 
ordinary skill in the art - a method like that of claim 5. 
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Regarding claim 10, Deike teaches a method like that of claim 9, in which a user can 
select multiple, non-contiguous sets of data in an application, as is described above (see e.g. the 
rejection for claim 9). Deike, however, does not explicitly disclose that the user can further 
select, in a distinctive manner, a first and second portion of one of the selected sets of data, 
wherein the one of the selected sets of data remains selected during selection of the portions, as 
is expressed in claim 10. Nevertheless, as described above (see e.g. the rejections for claim 4 
and 5), Habib' teaches selecting, in a distinctive manner, a first portion of one of the selected sets 
of data, wherein the one of the selected sets of data remains selected during selection of the first 
portion; and the combination of Habib and Deike teaches performing a predetermined keystroke, 
and selecting in a distinctive manner a second portion of the one of the selected sets of data, 
wherein the first portion remains selected during the selection of the second portion based upon 
the predetermined keystroke. Accordingly, the above-described combination of Deike and 
Habib teach - to one of ordinary skill in the art - a method like that of claim 10. 

As per claims 11-12, Deike discloses that the selected sets of data can be simultaneously 
copied and pasted to a predetermined area (see e.g. column 1, line 24 - column 2, line 1 1 ; and 
column 4, line 21 - column 5, line 28). Habib further demonstrates that selected portions of such 
a selected set of text can be e.g. cut, copied, pasted, or edited (see e.g. column 6, line 24 - 
column 7, line 7; and FIGS. 4A-4D). The user can thereby manipulate (e.g. cut, copy, paste, 
edit) the selected portions in the predetermined area. 
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Regarding claim 17-19, Deike teaches: providing an application (e.g. a text editor) for 
writing computer code (see e.g. column 1, lines 14-42; and column 2, lines 14-36); selecting a 
first set of data (e.g. a first "block" of text) within the application (see e.g. column 1, lines 24-55; 
and column 4, lines 21-45); performing a first predetermined keystroke (e.g. "Alt-S") after 
selecting the first set of data (see e.g. column 4 5 lines 21-46); and selecting a second set of data 
within the application, wherein the first set of data remains selected during the selection of the 
second set of data, and wherein the second set of data can be selected anywhere within the 
application irrespective of a location of the first set of data (see e.g. column 1, line 24 - column 
2, line 1 1 ; column 4, lines 21-45; and FIG. 6). Habib further teaches selecting, in a distinctive 
manner, a portion of one of the selected sets of data, wherein the one of the selected sets of data 
remains selected during selection of the portion, as is described above (see e.g. the rejection for 
claim 4). Moreover, Deike suggests that the selected sets of data can be simultaneously copied, 
cut, and then pasted to a predetermined area (see e.g. column 1, line 24 - column 2, line 1 1 ; and 
column 4, line 21 - column 5, line 28). Habib also demonstrates that selected portions of such a 
selected set of data can be e.g. cut, copied, pasted, or edited (see e.g. column 6, line 24 - column 
7, line 7; and FIGS. 4A-4D). It is thereby apparent that the user can manipulate (e.g. cut, copy, 
paste, edit) the selected portions after they're pasted. Accordingly, the above-described 
combination of Deike and Habib teach - to one of ordinary skill in the art - a method like that of 
claims 17-19. 

As per claim 20, Deike demonstrates that the data can be text (see e.g. column 1, line 24 
- column 2, line 1 1 ; column 4, lines 21-46; and FIG. 6). 



Application/Control Number: 1 0/062, 1 02 Page 1 0 

Art Unit: 2173 

Regarding claim 21, Deike teaches: selecting a first set of data and a second set of data 
(e.g. a first and second "block" of text) within an application (see e.g. column 1, lines 24-55; and 
column 4 5 lines 21-45), wherein the first set of data remains selected during the selection of the 
second set of data, and wherein the second set of data can be selected anywhere within the 
application irrespective of a location of the first set of data (see e.g. column 1, line 24 ■- column 
2, line 11; column 4, lines 21-45; and FIG. 6). Habib further teaches selecting, in a distinctive 
manner, a portion of one of the selected sets of data, wherein the one of the selected sets of data 
remains selected during selection of the portion, as is described above (see e.g. the rejection for 
claim 4). Moreover, Deike discloses that such teachings can be implemented as program code 
stored on a computer recordable medium (see e.g. column 6, lines 1-12). Such program code 
stored on a computer readable medium for implementing the teachings of Deike and Habib is 
considered a program product like that of claim 21 . 

Regarding claim 23, Deike describes a set selection system for selecting a first set of data 
and a second set of data (e.g. a first and second "block" of text) within an application (see e.g. 
column 1, lines 24-55; and column 4, lines 21-45), wherein the first set of data remains selected 
during the selection of the second set of data, and wherein the second set of data can be selected 
anywhere within the application irrespective of a location of the first set of data (see e.g. column 
1, line 24 - column 2, line 11; column 4, lines 21-45; and FIG. 6). Habib further teaches a 
portion selection system for selecting, in a distinctive manner, a portion of one of the selected 
sets of data, wherein the one of the selected sets of data remains selected during selection of the 
portion, as is described above (see e.g. the rejection for claim 4). The above-described 
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combination of Deike and Habib thus teach - to one of ordinary skill in the art - a system like 
that of claim 23, which is for selecting multiple sets of data in an application. 

As per claim 24, Habib describes a manipulation system for manipulating (e.g. cutting, 
copying, pasting, editing) the selected portion (see e.g. column 6, line 24 - column 7, line 7; and 
FIGS. 4A-4D). 

Claims 8 and 16 are rejected under 35 U.S.C. 103(a) as being unpatentable over the U.S. 
Patent of Deike, which is described above, and also over U.S. Patent No. 5,664,210 to Fleming et 
al. (hereinafter "Fleming"). 

As describe above (see e.g. the rejections for claims 1 and 9), Deike teaches a method 
like that of claims 1 and 9, in which a user can select multiple, non-contiguous sets of data in an 
application. Deike, however, does not explicitly disclose that the user can de-select a selected set 
of data, as is expressed in claims 8 and 16. 

Like Deike, Fleming describes an application for selecting multiple, non-contiguous sets 
of data in an application (see e.g. column 1, line 55 - column 2, line 22). Regarding the claimed 
invention, Fleming further teaches de-selecting a selected set of data (see e.g. column 2, lines 22- 
29). 

It would have been obvious to one of ordinary skill in the art, having the teachings of 
Deike and Fleming before him at the time the invention was made, to modify the application 
taught by Deike such that the selected sets of data can be de-selected, like taught by Fleming. It 
would have been advantageous to one of ordinary skill to allow the user to de-select a selected 
set of data, because the user would thereby be able to select different combinations of sets of 
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data, as is taught by Fleming. Deike and Fleming thus teach - to one of ordinary skill in the art - 
a method like that of claims 8 and 16. 



Claims 22 and 25-26 are rejected under 35 U.S.C. 103(a) as being unpatentable over the 
combination of Deike and Habib, which is described above, and also over the U.S. Patent of 
Fleming, also described above. As described above (see e.g. the rejections for claims 21 and 23), 
Deike and Habib teach a program product and system like that of claims 21 and 23, respectively, 
in which a user can select multiple, non-contiguous sets of data in an application, and can further 
select multiple portions of a selected set of data. Deike further teaches copying, cutting and 
pasting the selected sets of data (see e.g. column 1, line 24 - column 2, line 11; and column 4, 
line 21 - column 5, line 28). Habib also demonstrates manipulating (e.g. cutting, copying, 
pasting, editing) a selected portion (see e.g. column 6, line 24 - column 7, line 7; and FIGS. 4A- 
4D). Deike and Habib, however, do not explicitly disclose that the user can de-select a selected 
set of data or a portion thereof, as is expressed in claims 22 and 25-26. 

Nevertheless, like Deike, Fleming describes an application for selecting multiple, non- 
contiguous sets of data in an application (see e.g. column 1, line 55 - column 2, line 22). 
Regarding the claimed invention, Fleming further teaches de-selecting a selected set of data (see 
e.g. column 2, lines 22-29). 

It would have been obvious to one of ordinary skill in the art, having the teachings of 
Deike, Habib, and Fleming before him at the time the invention was made, to modify the 
application taught by Deike and Habib such that the selected sets of data and portions thereof can 
be de-selected, like taught by Fleming. It would have been advantageous to one of ordinary skill 
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to allow the user to de-select a selected set of data, because the user would thereby be able to 
select different combinations of sets of data, as is taught by Fleming. Deike, Habib, and Fleming 
thus teach - to one of ordinary skill in the art - a program product and system like that of claims 
22 and 25-26. 



Conclusion 

The prior art made of record on form PTO-892 and not relied upon is considered 
pertinent to applicant's disclosure. The applicant is required under 37 C.F.R. §1.11 1(C) to 
consider these references fully when responding to this action. The U.S. Patent to Torres cited 
therein describes a method for selecting multiple non-contiguous sets of data. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Blaine Basom whose telephone number is (571) 272-4044. The 
examiner can normally be reached on Monday through Friday, from 8:30 am to 5:30 pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, John Cabeca can be reached on (571) 272-4048. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
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system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

btb 

11/09/2007 
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